United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Atocandria, Virginia 223 13' 1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/678,481 


10/02/2003 


Eugene Berman 


1108 


3362 



7590 

Donald J. Ersler 
725 Garvens Avenue 
Brookfield, WI 53005 



11/09/2004 



EXAMINER 



MAYES, MELVIN C 



ART UNIT 



PAPER NUMBER 



1734 

DATE MAILED: 11/09/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 
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Applicant($) 

BERMAN. EUGENE 


Examiner 

Melvln Curtis IVIayes 


Art Unit 

1734 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^if^'lf.'S"^ °' "^^y ^ available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
" [| period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

■ LTre to?f n^v ""fr"" f ^^^^'^ ^"^ ^"^'^^ ^'^ ^^^'^^^ "^^'''"9 ^^^^ °f ^^is communication. 

- Failure o reply within the set or extended penod for reply will, by statute, cause the application to become ABANDONED (35 U S C S 133) 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b). ' "«^«iiy 



Status 



1 )□ Responsive to communication(s) filed on 



2a)n This action Is FINAL, 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

50 Claim(s) is/are allowed. 

6)IE1 Claim(s) Izl^ is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)D Some * c)^ None of: 

1 -□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
(1) 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the apphcant regards as his invention. 

(2) 

Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant regards as 
the invention. 

Regarding the claims , the phrase "p^er-like" renders the claim(s) indefinite because the 
claim(s) include(s) elements not actually disclosed (those encompassed by "-like"), thereby 
rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

Further, it is not clear whether "paper-like" is referring to the material of the protective 
layer or is referring to the form of the medium of exchange (i.e., that it is in the physical form of 
paper currency). 
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Claim Rejections - 35 USC § 102 
(3) 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

(4) 

Claims 1-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Fromson et al. 4,507,349. 

Fromson et al. disclose a method of making security media such as currency comprising: 
providing first and second layers of clear thermoplastic; and providing between the layers a layer 
of precious metal such as gold such that currency would be perceived as having some inherent 
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value due to the precious metal content. The layers are thin and flexible so as to facilitate 
carrying on one's person, handling and folding. The currency may be formed by laminating three 
layers or by metallizing one of the thermoplastic layers. Two layers of different metal could be 
applied on atop the other such that upon lamination, the currency would present the appearance 
of one metal, silver, on one surface and a second metal, gold, on the other surface. The thickness 
of the media is from 2-8 mils (002-0.008 inches). Magnetic encoding may be utihzed to render 
the currency difficult to forge or counterfeit, and visual designs, images embossing may be 
imparted to one or both thermoplastic layers to provide an index of relative value to the currency 
(col. 1-6). 

Further, by making currency by providing a layer of precious metal between thin and 
flexible layers of clear thermoplastic so as to facihtate carrying, handling and folding, the 
currency having some inherent value due to the precious metal content, a "paper-like" precious 
metal medium of exchange having at least the value of the precious metal contained therein is 
obviously provided. 

Further, by providing one layer of precious metal atop another for lamination between 
thermoplastic layers, a quantity of precious metal is obviously appHed to a substrate, as claimed. 

Further, by providing the currency with magnetic encoding to render the currency 
difficuh to counterfeit and with visual designs, images and embossing to provide relative value 
of the currency, the currency is obviously provided with an anti-counterfeiting measure and color 
code and denomination marking to differentiate value, as claimed. 
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Allowable Subject Matter 

(5) 

Claims 13-19 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 



Conclusion 
(6) 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The reference disclose laminating precious metal between substrates. 

(7) 

Any inquiry concerning this communication or earUer communications from the 
examiner should be directed to Melvin Curtis Mayes whose telephone number is 571-272-1234. 
The examiner can normally be reached on Mon-Fri 7:30 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on 571-272-1 187. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 




Melvin Curtis/Clayes 
Primary Examiner 
Art Unit 1734 



MCM 

November 8, 2004 



